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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments that Ellendman fails to teach a source server and a 
destination server, see pages 5-7 of the Appeal Brief, filed on 7/28/2007, with respect to 
claims 1-20 have been fully considered and are persuasive. The final rejection of 
claims 1-20 has been withdrawn. 

However, upon further consideration, a new ground(s) of rejection is made in 
view of Kulkarni US patent Publication No. 2004/0093382. 

2. Applicant's arguments that Ellendman fails to teach transferring an exclusion list 
to any system other than a client system have been fully considered but they are not 
persuasive, because such limitation was not recited in the claims. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Applicant claims: "assigning, by a source server system, a difference between 
said include set of recipient entities and said exclude set of recipient entities; 
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determining, by a destination server system, a result of a difference operation between 
said include set of recipient entities and said exclude set of recipient entities". As 
claimed, the result of a difference operation is obtained from the assigning step in the 
source server system. Since there is only one difference between said include set of 
recipient entities and said exclude set of recipient entities, it is unclear in the claims 
whether the destination server system determines (a) the result of a difference 
operation from the assigning step performed by the source server system, or (b) the 
result of difference operation performed by the destination server system. In the 
specification, the difference operation is performed by either a source system or a 
destination system in different embodiments (figures 4 and 5; page 10, line 18 to page 
12, line 14). Therefore, in the following office action, examiner interprets the claims 
according to the specification that the difference operation is performed by either a 
source system or a destination system. 

Claim Rejections - 35 (JSC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Ellendman US 2003/0048298 in view of Kulkarni US 2004/0093382. 
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4.1 Regarding claims 1,7, 13, 19 and 20, Ellendman discloses a method, system 
and computer program for sending an e-mail message to a list of recipients with 
exclusions, comprising: 

determining at least one include set of recipients, such as OrgList, 
ExecCommList, and MediaList in recipients fields 21-23 (figure 2); 

determining at least one exclude set of recipient in remove fields 24 and 26-28 
(figure 2); 

assigning, by a source system (a user device, such as a computer, connecting to 
an email system for composing and sending an email message, the user device is part 
of the source system) at least a difference set of recipients between the at least one 
included set and the at least one exclude set of recipients (paragraph 0016-0028). 

Elelndman is silent on a source server and a destination server for determining 
the result of the difference operation in the assigning step. 

However, it is obvious that when receiving incoming e-mail messages, a 
destination e-mail server determines the recipients' addresses (a result of difference 
operation in the assigning step) in the messages' headers against recipients' mailbox 
addresses in order to deposit the messages accordingly. 

In addition, Kulkarni teaches user client 13 connecting to a source server system 
10a. The source server 10a determines each recipient's address in both a distribution 
list and an exclusion list, and sends the distribution list and the exclusion list to a 
destination server system 10b. The destination server system 10b performs a 
difference operation between the distribution list and the exclusion list, and determines 
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the result of the difference operation in order to deposit a message into each recipient's 
mailbox (paragraphs 18, 27-38). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the Ellendman's reference by the teaching of 
Kulkarni, so that the source system would have comprised a server, and a distribution 
list and an exclusion list would also have been sent to the destination server system, 
because such a modification would have clarified that the source system comprised a 
server, and would have enabled a difference operation, to exclude recipients in a 
exclusion list, to be performed by either a source server system or a destination server 
system. 

4.2 Regarding claims 2, 8 and 14, Ellendman teaches a carbon copy (Cc) address 
filed 22 in figure 2. 

4.3 Regarding claims 3, 9 and 15, Ellendman teaches a blind carbon copy (Bcc) 
address filed 23 in figure 2. 

4.4 Regarding claims 4, 10 and 16, Ellendman teaches a distribution list including an 
OrgList which is an organization list in field 21 and an associated remove list in filed 26 
(figure 2; paragraphs 0016-19), and the modified Ellendman system teaches performing 
a difference operation in either the source server system or the destination server 
system as stated above. 
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4.5 Regarding claims 5, 11, and 17, Ellendman teaches a ExecCommLlst (second 
list) in field 22 and an associated remove list in field 27 (figure 2; paragraph 0020-0023), 
and the modified Ellendman system teaches performing a difference operation in either 
the source server system or the destination server system as stated above. 

4.6 Regarding claims 6, 12, and 18, Ellendman teaches a Media I List (third list) in 
field 23 and an associated remove list in field 28 (figure 2; paragraph 0024-0028). 

Conclusion 

5. Any inquiry concerning this communication or earlier communication from the 
examiner should be directed to Simon Sing whose telephone number is 571-272-7545. 
The examiner can normally be reached on Monday - Friday from 8:30 AM to 5:30 PM. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Fan Tsang, can be reached at 571-272-7547. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. Any 
inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 571-272-2600. 




S. Sing 



11/02/2007 



